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APPELLANT'S BRIEF 

Mail Stop Appeal Brief- Patents W — <f - $2o6 

Commissioner for Patents 
P.O, Box 1450, 

Alexandria, Virginia 22313-1450 



Sir: 



This is the Applicant's appeal from the final Office Action, mailed June 3, 2004. 



Real Party of Interest 

Illinois Tool Works, Inc. 

Related Appeals and Interferences 

There are no related appeals or interferences. 

Status of Claims 

Claims 26, 28-29, 32-44 are pending in this application, which stand finally 
rejected pursuant to the outstanding Office Action, and are the claims being appealed. 
Applicant thanks the Examiner for allowing claims 29 and 37-42 

Status of Amendments 

The amendments to claims 26 and 43 have not yet been entered. Claims 28, 29, 
32-44 were previously presented. Claim 26 is currently amended. Claim 43 is amended 
to fix a typographical error. 
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Summary of Claimed Subject Matter 

A method of transferring data from a holographic master to another surface via a 
seamless transfer medium comprising a polyimide material, the method comprising the 
steps of: 

(a) providing the seamless transfer medium by casting the polyimide material on 
the holographic master containing the data so that an impression of diffraction gratings of 
the holographic master is made on the cast polyimide material (Summary of the 
invention, pages 5-8); 

(b) removing the seamless transfer medium with the impression of the diffraction 
gratings from the holographic master ; sad 

(c) heat curing the seamless transfer medium Tnages and 

(e) (d) using the seamless transfer medium to emboss the data to another surface 
(page 9). 

A method of embossing data from a seamless embossing surface to another surfaces, said 
method comprising the steps of: 

(a) spin coating a photodefmable polyimide material on a roller and heat pre- 
curing a the polyimide material to form said seamless embossing surface of a 
target thickness (Fig 1(a)) (Summary of the invention, pages 5-8), (pages 12- 
13); 

(b) cooling said seamless embossing surface to ambient temperature(page 14); 

(c) profiling said seamless embossing surface by two interfering laser beams to 
form diffraction patterns to define said data on said seamless embossing 
surface; 

(d) wet developing said data on said seamless embossing surface by using a 
solution (pages 15-16); 

(e) heat curing of the seamless embossing surface (page 9 and! 4); and 

(f) embossing said another surfaced with said data by said seamless embossing 
surface (page 9). 
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A method of transferring data from a first seamless surface to another surface, said 
method comprising the steps of: 

(a) spin coating a photodefinable polyimide material on a roller and heat pre- 
curing a the polyimide material to form said first seamless surface of 
polytmide( fig. 1(a)); 

(b) cooling said seamless embossing surface to ambient temperature(page 14); 

(c) profiling said first surface by two interfering laser beams to define said data 
on said first seamless surface of polyimide (pagel5); 

(d) wet developing said data on said first seamless surface with a solution 
(pages 15- 16); 

(e) coating said first seamless surface of the polyimide material with a metal and 
applying ink to said first surface; and 

(f) contacting other surfaces by said first seamless surface to transfer ink 
corresponding to said data to said another surface. 

A method of making a seamless profiled surface, the method comprising: 

spin coating a roller with a photodefinable polyimide material and heat pre-curing 

the roller to form a seamless polyimide surface of a target thickness (Summary of the 

invention, pages 5-8), (pages 12-13); 

cooling the roller to an ambient temperature (page 14); 

interfering two laser beams on the seamless polyimide surface to profile the 

seamless polyimide surface with diffractions patterns in a pixel-by-pixel dot matrix 

manner (page 15); 

wet developing the seamless polyimide surface on the roller with a solution (page 
16); and 

heating the seamless polyimide surface on the roller to harden the surface (page 

16). 

(Summary of the invention, pages 5-8) 
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Grounds of Rejection to be Reviewed on Appeal 

Claim 26 stands rejected under 35 U.S.C. 103(a) as being unpatentable over IBM 
Technical Disclosure Bulletin in view of Shvartsman and Kataoka, 
Claims 28, 33, 35 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sassmannhausen et al. '768 in view of IBM technical disclosure Bulletin Vol. 30(3) 
PP.1392-1393 (08/1987) Shvartsman '689, Kataoka et al. JP 08-039572, Fan et al., EP 
0777142 andMcGrew '030. 

Claims 28, 32, 33, 35 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sassmannhausen et al. '768 in view of IBM technical disclosure Bulletin Vol. 30(3) 
PP.1392-1393 (08/1987) Shvattsman t 689 > Kataoka et al. JP 08-039572, Fan et al, EP 
0777142 and McGrew '030, and further in view of Abraham '282. 
Claims 28, 33-36 and 43-44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sassmannhausen et al '768 in view of IBM technical disclosure Bulletin Vol. 30(3) 
PP.13924393 (08/1987) Shvattsman 6 689 f Kataoka et al. JP 08-039572, Fan et al., EP 
0777142 and further in view of Hino et al.'469 and/or Hagan et al. '825. 

Argument 

Argument with respect to the 35 U.S.C. 103 rejections: 

The Patent Office has rejected Claim 26 under 35 U.S.C. 103(a) over IBM 
Technical Disclosure Bulletin in view of Shvartsman and Kataoka. In particular, "the 
examiner notes that claim 26 does not even include a recitation of "spin coating", "wet 
development" or "heat curing" and therefore these argument [sic] are not commensurate 
with the scope of coverage sought." 

Turning now to the merits with regard to amended Claim 26, a heat curing step 
was added to that Claim. 

With respect to the rest of the claims, Applicant submits that the Patent Office has 
not met the burden of establishing a prima facie case of obviousness. Consider In re Lee; 
" Board of Patent Appeals and Interferences improperly relied upon 'common knowledge 
and common sense 1 of person of ordinary skill in the art to find invention of patent 
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application obvious over combination of two prior art references . . 61 U.S.P.Q.2d 
1430 (Fed. Cir, 2002). The CAFC went on to say: "In its decision on Lee's patent 
application, the board rejected the need for 'any specific hint or suggestion in a particular 
reference* to support the combination of the Northrup and Thunderchopper references. 
Omission of a relevant factor required by precedent is both legal error and arbitrary 
agency action." Id. at 1434. Applicant respectfully invites the Patent Office to cite 
column and line number from within the cited references as to where a suggestion to 
combine may be found. 

Applicant would also like to bring to the attention of the Patent Office to the 
following: "Obviousness cannot be established by combining the teachings of the prior 
art to produce the claimed invention absent some teaching, suggestion or incentive 
supporting the combination." Carella v. Starlight Archery and Pro Line Co., 804 F.2d 
135, 140, 231 USPQ 644, 647 (Fed. Cir. 1986) (citing ACS Hosp. Syss., Inc. v. 
Montefiore Hosp., 732 R2d 1572, 1577, 221 USPQ 929, 933 (Fed Cir. 1984). 

Even if the Patent Office had created a prima facie case of obviousness, which 
applicant in no way concedes, Applicant rebuts. Applicant respectfully suggests that the 
Patent Office has used hindsight to attempt to combine 6 (and even more) references to 
find the present invention obvious. However, the references must be considered in their 
entirety. One reference that all of the rest of the Patent Office's arguments rely on is Fan, 
EP 0766142. Exposure and development is discussed on page 5, lines 33-59. 
Subsequent to development, Fan teaches that "[h]igh temperatures are not recommended 
because the support can shrink and distort, causing mounting and registration problems. " 
Page 6, line 1 , The temperature taught by Fan is 60 °C. One having ordinary skill in 
the art would not have been motivated to practice Fan with materials, like polyimides, 
that cure at hundreds of degrees Celsius. 

Applicant acknowledges the Examiner's advisory action. However, the advisory 
action still does nor teach or suggest, by line and column number, where the references 
suggest the combination. 
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Applicant believes that any combination of the cited publications does not teach 
or suggest the invention as now claimed, for either the independent or respective 
dependent claims. A Notice of Allowance is respectfully solicited. 



Respectfully submitted, 
HOUSTON ELISEEVA LLP 




Registration No.: 43,328 
4 Militia Drive, Ste. 4 
Lexington, MA 02421 
Tel: 781 863 9991 
Fax: 781 863 9931 
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Claims Appendix 

This listing of claims will replace all prior versions and listings of claims in this 
application: 

a.) Listing of Claims 



1. 


(Cancelled) 


2. 


(Cancelled) 


3. 


(Cancelled) 


4. 


(Cancelled) 


5. 


(Cancelled) 


6. 


(Cancelled) 


7. 


(Cancelled) 


8. 


(Cancelled) 


9. 


(Cancelled) 


10. 


(Cancelled) 


11. 


(Cancelled) 


12. 


(Cancelled) 


13. 


(Cancelled) 


14. 


(Cancelled) 


15. 


(Cancelled) 


16. 


(Cancelled) 


17. 


(Cancelled) 


18. 


(Cancelled) 


19. 


(Cancelled) 


20. 


(Cancelled) 


21. 


(Cancelled) 


22. 


(Cancelled) 
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23. (Cancelled) 

24. (Cancelled) 

25. (Cancelled) 

26. (Currently amended) A method of transferring data from a holographic master to 
another surface via a seamless transfer medium comprising a polyimide material, the 
method comprising the steps of: 

(a) providing the seamless transfer medium by casting the polyimide material on 
the holographic master containing the data so that an impression of diffraction gratings of 
the holographic master is made on the cast polyimide material; 

(b) removing the seamless transfer medium with the impression of the diffraction 
gratings from the holographic master ; aad 

(c) heat curing the seamless transfer medium: and 

(e) (d) using the seamless transfer medium to emboss the data to another surface. 

27. (Cancelled) 

28. (Previously Presented) A method of embossing data from a seamless embossing 
surface to another surfaces, said method comprising the steps of: 

(g) spin coating a photodefinable polyimide material on a roller and heat pre- 
curing a the polyimide material to form said seamless embossing surface of a 
target thickness; 

(h) cooling said seamless embossing surface to ambient temperature; 

(i) profiling said seamless embossing surface by two interfering laser beams to 
form diffraction patterns to define said data on said seamless embossing 
surface; 

(j) wet developing said data on said seamless embossing surface by using a 
solution; 

(k) heat curing of the seamless embossing surface; and 
(1) embossing said another surfaced with said data by said seamless embossing 
surface. 
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29. (Previously Presented) A method of transferring data from a first seamless surface to 
another surface, said method comprising the steps of: 

(g) spin coating a photodefinable polyimide material on a roller and heat pro- 
curing a the polyimide material to form said first seamless surface of 
polyimide; 

(h) cooling said seamless embossing surface to ambient temperature; 

(i) profiling said first surface by two interfering laser beams to define said data 
on said first seamless surface of polyimide; 

(j) wet developing said data on said first seamless surface with a solution; 

(k) coating said first seamless surface of the polyimide material with a metal and 

applying ink to said first surface; and 
(I) contacting other surfaces by said first seamless surface to transfer ink 

corresponding to said data to said another surface. 

30. (Cancelled) 
3 L (Cancelled) 

32. (Previously Presented) The method of Claim 28, wherein profiling said seamless 
embossing surface is accomplished in a pixel-by-pixel dot matrix manner. 

33. (Previously Presented) The method of Claim 28, wherein heat curing of the seamless 
embossing surface is done at a temperature selected from a range of about 280° C to 
about 400° C 

34. (Previously Presented) The method of Claim 28, wherein heat curing of the seamless 
embossing surface is done in a nitrogen atmosphere. 

35. (Previously Presented) The method of Claim 28, wherein using a solution comprises 
using an aqueous solution. 
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36. (Previously Presented) The method of Claim 28, wherein the photodefinable 
polyimide is a negative acting polyimide. 

37. (Previously Presented) The method of Claim 29, wherein profiling said seamless 
embossing surface is accomplished in a pixel-by-pixel dot matrix manner. 

38. (Previously Presented) The method of Claim 29, wherein heat curing of the seamless 
embossing surface is done at a temperature selected from a range of about 280° C to 
about 400° C. 

39. (Previously Presented) The method of Claim 29, wherein heat curing of the seamless 
embossing surface is done in a nitrogen atmosphere. 

40. (Previously presented) The method of Claim 29, wherein using a solution comprises 
using an aqueous solution. 

41. (Previously Presented) The method of Claim 29, wherein the metal comprises Ni or 
Cr. 

42. (Previously Presented) The method of Claim 29, wherein the photodefinable 
polyimide is a negative acting polyimide. 

43. (Currently Amended) A method of making a seamless profiled surface, the method 
comprising: 

spin coating a roller with a photodefinable polyimide material and heat pre-curing 
the roller to form a seamless polyimide surface of a target thickness; 
cooling the roller to an ambient temperature; 

interfering two laser beams on the seamless polyimide surface to profile the 
seamless polyimide surface with diffractions patterns in a pixel-by-pixel dot matrix 
manner, 

wet developing the seamless polyimide surface on the roller with a solution; and 
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heating the seamless polyimide surface on the roller to harden the surface. 



44. (Previously Presented) The method of Claim 43, wherein the photodefinahle 
polyimide material is negative acting. 
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Evidence Appendix 



None 
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